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Facsimile No.: (571) 273-8300 
Transmitted By: Brenda Wiseman 



Date: July 2, 2008 
To: USPTO 

FROM: GARY P. Oakeson 
Our Docket No.: 20031 5617-1 

FOR: INK COMPOSITIONS FOR USE IN HIGHLIGHTER MARKERS AND 
ASSOCIATED METHODS 

Subject: appeal brief under 37 C.F.R. § 41.37 



Commissioner For Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Dear Sir/Madam: 

Attached please find an Appeal Brief under 37 C.F.R. § 41 .37 for Docket No. 
200315617-1, Application No. 10/696,344. 

Thank you. We await your confirmation of receipt. 

Respectfully submitted , 




Jary P. Oakeson 
THORPE NORTH & WESTERN, LLP 
Customer No. 20,551 
Reg. No. 44266 



The pages that follow may contain sensitive, privileged or confidential information intended solely for the 
. . addressee named above. If you receive this mossage and are not the agent or employee of the addressee, 

and have therefore been sent or received this communication In error, you are asked not to disseminate or 
copy any of the attached and are to notify the sendor immediately by telephone. Please also return Ihe 
• original message to the sender by mail. Thank you. 
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: : HEWLETT-PACKARD COMPANY 
>: Intel loctual Proporty Admlntutrailon 
P.O. Box 272400 

pOrtCotfln*, CoSorafJo BDB27-2400 

IN THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 



JUL 02 2008 

PATENT APPLICATION 



ATTORNEY DOCKET NO, 2003 1 S61 7-1 



Inventor^ Christian Schmid 
Application No.: 10ffi9M44 
FUJiifl Date: 10/29/2003 



Confirmation No.; 8104 
Examiner: Manlsh S» Shah 
Group Art Unit: 2853 



Tltte: Ink Compositions for Use In Highlighter Markers and Associated Methods 



Wall Stop Appeal Brief-Patents 
Commissioner For Patents 

Box 1450 , 
Alexandria, VA 22313-14S0 

IRAN§MITTALQ£AEeE4i.PR)EF. 

Transmitted herewith is the Appeal Brief in this application with respect to the Notice of Appeal filed on June 16, 2Q0B_ 



The fee for filing this Appeal prief Is (37 CPR 1.17(c)) $500.00. 

(complete (a) or (b) as applicable) 
'Hie proceedings herein are for a patent application and the provisions of 37 CFR 1.136(a) apply. 

' □(a) Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR 1,17(a)-(d)) for the total number of 
months checked below; 



□ iKt Month 
£120 



□ 2nd Month 
5450 



□ 3rd Month 
SI 020 



□ 



4ih Month 
S15S0 



' Tho extension fee has already been Tiled In this application, 

. M(b) Applicant believes that no extension of time is required. However, this conditional petition is being made to provide for 
• the possibility that applicant has inadvertently overlooked the need for a petition end fee for extension or time. 

Pfease charge to Deposit Account 08-2020 the sum of $ 5 00, At any time during the pendency of this application, 
please charge any fees required or credit any over payment 16' Deposit Account 08-2026 pursuant to 37 CFR 1.25. 
Additionally please charge any fees to Deposit Account 08-2025 under 37 CFR 1.10 through 1.21 inclusive, and any other 
sections In Title 3? of the Cod* Qf Federal Regulations that may regulate fees. 



[*! A duplicate copy of this transmittal loiter Is enclosed. 

{ '.) I ' hereby certify that this correspondence \t boing 
" ■ deposited with tho United Stales Postal Service as first 

class mail In on envelope aUtiic&scd lo; 

Commissioner Tor Patents, Alexandria, VA 22313-1450 

Data 'of Deposit: 

OR 

(*] I hereby certify that this paper is Ueinn liansmWed to 
the Patent *nd Trademark Office facsimile number 
; (571)2/3 8300. 

Date of facsimile; O7/0?y2OQG 

' TypecfNamo: BmmJa Wiseman 

■' ^^^^Su-U^^- {jjldjQ&t&itebt 




ResperifUIto submjjj 
Christi^v9&hm4 



Gary P. Oakeson 
Attofney/Aftent for Applicants) 
Reg No. ; 44266 
Date : 07/Q2/200B 
Telephone : (801) 566-6633 
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DUPLICATE 



CEKTBALFAXGSNTER 

~ JUL 0 2 2008 



HGWLETT-PACKARP COWPAMY 
' Intellectual Prdporfy Administration 
• ; P,0. Bo* 272400 • 
' Fort Collin*, Colorado 80527-2400 

IN THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT APPLICATION 
ATTORNEY DOCKET NO. _ _ 2 00315617-1 



Inventor(s); Christian Schmld 
, Application No.: 10/696,344 



Filing Date: 



10/29/2003 



Confirmation No.: B104 
Examiner: Manish 3. Shah 
Group Art Unit: 2853 



, ' • Title: Ink Compositions for Use In Highlighter Markers and Associated Methods 

\ Mail Stop Appeal Brief-Patents 
': c ornrri is si orter For Patents 
. PQ Box 14B0 

, Alexandria, VA 22313-14S0 

I^NSWlTTALQf.AWSAL^SliE 

' ; Transmitted herewith is the Appeal Brief in this application with respect to the Notice of Appeal filed on June 16, 2008 

The Tea for filing this Appeal Brief is (37 CFR 1.17(c)) $500.00. 
1 ' (complete (a) or (b) as applicable) 

! . The proceedings herein arc for a patent application and the provisions of 37 CFR 1.136(a) apply, 

'' ('1(a) Applicant petitions for an extension of lime under 37 CFR 1.136 (fees: 37 CFR 1.17(aHd)) for the total number of 
• " ' months checked below; 



□ Isi Monm 
$120 



□ 



2nd Month 

$450 



□ 3rd Month 
$1020 



□ 4th Month 
S1590 



' ; ; • ETJ The extension lee has already been filed in this application. 

fx|(b) Applicant believes that no extension of time Is required. However, this conditional petition is being made to provide for 
• • ~ the possibility that applicant has Inadvertantly overlooked the need for a petition and fee for extension of time. 

. Please charge to Deposit Account 08-2025 the sum of $ 500 . At any time during the pendency of this application,. 
. please charge any fees required or credit any over payment to Deposit Account 08-2025 pursuant to 37 CFR 1,25. 

Additionally please charge any fees to Deposit Account 08-2025 under 37 CFR 1.16 through 1.21 inclusive, and any other 
•: sections in Title 37 oF the Code of Federal Regulaiions that may regulate fees. 

; • (x] A duplicate copy of this transmittal letter is enclosed. 

' .•' • D I* hereby cuitify that this correspondence' it being 
• •/ deposited with the United Slater Po$lal Survlcrt as Srst 

cl?£$ mail In an envelope acjdi&&&ed to: 

Commissioner for Patents, Alexandria, VA 22313-1450 

Date otpeposit; 

OR 

' ' r \ l*| I hereby certify that this paper Is being transmitted to 
the Patent and Trademark Office facsimile number 
' : ,(571 £73-9300. 
\ , Oata of facsimile: 0)702/2008 
' TyperfWyme: t Bienda Wi$i?man 
t ' ; '$bWw*J&LCt&& falhwHia^ _ 

ftavifl/ir.«tApiMi|H) 




Gary P. Oakeson 
Attorney/Agent for Applicant) 
Reg No. : 44266 
Date : 07/02/2008 
Telephone : (901) 5e&-6B33 
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APPEAL BRIliF 
Docket No. 200315617-1 



JUL 0 2 2008 



jCniBJMJLB^ OFFICE 



APPELLANT: 
SERIAL NO.; 
FILING DATE: 
CONF. NO.: 
FOR: 



ART UNIT: 
EXAMINER: 
DOCKET NO.: 



Christian Schmid 
10/696,344 
10/29/2003 
S104 

INK COMPOSITIONS FOR 
USE IN HIGHLIGHTER 
MARKERS AND 
ASSOCIATED METHODS 

2853 

Manish S. Shah 
200315617-1 



CERTIFICATE OF 
DEPOSIT UNDER 37 C.F.R- 
§1.8 

I hereby certify that this 
correspondence is being transmitted 
via facsimile to the USPTO or being 
deposited with the United States 
Postal Service with sufficient postage 
as first class postage in an envelope 
addressed to Commissioner for 
Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450 on the date indicated 
below. 

O7/0 2/2008 
Date of Deposit 

Brenda Wiseman 



APl^J^LATjT^ ^APPKAT, BRIEF U NDER 37 C. F.R.A4L37 



Commissioner forPatenls 
P.O.Box 1450 
Alexandria, VA 2231 3-1450 
Mail Stop Appeal Brief - Patents 



Sir: 



\ ' ' Appellants submit this Appeal Brief in connection with their appeal from the final 

: . : ' . , / • rejection of the Palent Office, mailed March 24, 2008, in the above-identified application. 

A Notice of Appeal was filed on June 16, 2008, which was received by the Board of 

Appeals on June 16, 2008. 

07/07/2008 HrtARZJI - 00000005 082025 10696344 
Oi fC;1402 „ : "510.00 DA 
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CENTRAL FAX CENTfP 



3 



JUL 02 21W 



I. ^A^TABTYl NINTBRliST 



The real party in interest is Hewlett-Packard Development Company, LP, a 
limited partnership established under the laws of the Stale of Texas and having a 
principal place of business at 20555 S.H. 249 Houston, TX 77070, U.S.A. (hereinafter 
"] IPDC"). 11PDC is a Texas limited partnership and is a wholly-owned affiliate of 
'Hewlett-Packard Company, a Delaware Corporation, headquartered in Palo Alto, CA. 
• Thu general or managing partner of HPDC is HPQ Holdings, LLC. 



i . 1 • ■ 




• t 
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APPEAL BRIEF 
•; ! Docket M6. : 200315617-1 
> 4 

. Appellants ami Appellants' legal representatives know of no other appeals or 

interferences that will directly affect or be directly affected by or have a bearing on the 

! 

Uoard's'decision in the pending appeal. 
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APPEALER IF.F 
Docket No. 200315617-1 



' III STATUS OK CLAIMS 

Claims 1-32 remain pending and have been rejected. The claims on appeal in this 
application are claims 1-32. 
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APPEAL BRJKF 
• Docket No. 20O315617-1 



IV, STATUS O F AMENDMENTS 

No amendments to the presently pending claims have been made since the Office 
Action mailed on March 24, 2008, by which the final rejection of the pending claims was 
made. 



. t , 
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V. SUMMARY OF CI AIMED SU BJECT MATTER 



JUL 0 2 2008 



] , A highlighter ink composition (page 2, line 13; page 5, line 16), comprising: 

a) on acid buffer having a pKa from about 2 to about 6 (page 2, lines 
13-14; page 5, lines 17, 25-26); 

b) a highlighter colorant (page 2, line 14; page 5, lines 17-18) that is 
an jieM-functionatizcd pigment (page 6, line 23) or a fluorescent colorant (page 6, 
line 20); and 

c) a liquid vehicle (page 2, line 14; page 5, line 18), 



f 3. A method of reducing print smear during highlighting (page 2, lines 21-23; 
page 5, lines 20-22), comprising the steps of: 

a) ink-jet printing an ink-jet ink to form an image on a substrate (page 
8 f linos 9-10, 14,22-23); 

b) applying a highlighter composition to the image (page 7, lines 19- 
20), said highlighter composition including an acid buffer having a pKa from 
about 2 to about 6 (page 2, lines 1 3-1 4; page 5, lines 17, 25-26), a highlighter 
colorant that is an acid-funciionali^ed pigment (page 6, line 23) or a fluorescent 
pqlorant (page fi, line 20), and a liquid vehicle (page 2, line 14; page 5, line 18). 

19. A smear resistant highlighter system (page 8, lines 19-20), comprising: 

a) an ink-jet ink printed on a substrate (page 8, lines 9-10, 14, 22-23), 
said i nk-jct ink comprising an ink-jet colorant (page 8, lines 28-32); and 

b) a highlighter composition comprising an acid buffer having a pKa 
from about 2 to about 6 (page 2, lines 1 3-14; page 5, lines 17, 25-26), a 



highlighter colorant that is an acid-functionali/.ed pigment (page 6, line 23) or a 
fluorescent colorant (page 6, line 20), and a liquid vehicle (page 2, line 14; page 



5, line 1 8), wherein siucl acid buffer is configured for reducing mobility of the ink- 
jet colorant (page 2, lines 20-21). 
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APPEAL BRIEF 
.': ! . Docket No. 200315(317-1 

Vt. GROUNDS OK RUJ ECTTON TO B E REVIEWED ON .APPEAL 
• " ! , . The issues presented for review are: 

: a. whether claims 1 -2, 4-7, iM2, and 27-28 are unpatentable under 35 U.S.C. § 103(a) 
' as being obvious over Japanese Pat. No. 63-061065 (hereinafter "Pcnter) in view of 

U.S. Pub. No. 2003/0226474 (hereinafter ''Mammon"); 

b. whether Claims 3 awl 8 arc unpatentable under 35 U.S.C* § 103(a) as being obvious 
over Pcntcl in view of Mammon and further in view of U.S. Pat No. 5,279,652 
(hereinafter "Kaufinann"); 

c. whether claims 13-18 find 29-30 are unpatentable under 35 US.C. § 103(a) as being 
obvious over Mammcn in view of Pentcl and Kaufmann; and 

'. d> whelhorctaims 19^26 and 3 1-32 are unpatentable under 35 U.S.C § 103(a) as being 
obvious over Mamrnen in view of Pcntel and Kaufmann. 



.! 
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' : - .*" APPEAL BRIEF 
V . Docket No. 2003 15617-1 

f. 9 

i ' • ' ' 

I •■• VH . ARG UMENT 

A. Ap pellants* invention 

Appellants 1 invention provides compositions, methods, and systems directed lowards 
a highlighter ink composition, comprising an acid buffer having a pKa from about 2 to 
about 6, a highlighter colorant that is an acid-funclionalized pigment or a fluorescent 
colorant, and a liquid vehicle, 

B. Th e Asserted Kcfc rences 
' ' L Tho Penlel Reference 

The Pentel abstract (English translation) stales that the purpose of its composition 

I 4 

: , i$ to keep a highlighter pen lip "slightly drying" "even if the cap is kept removed for a 

; ' i long time." See Abstract. Notably, the abstract docs not disclose any purpose or intent 
., that the invention was to reduce smearing ofhighlightcd images, nor does it provide any 
; ',. results or teachings that it would indicate reduction of smear. Pentel discloses an ink 
composition containing 3 components: u a coloring material, an organic solvent, and a 
specific ascorbic acid derivative." Id, The Pentel abstract provides a couple of examples 

• - for each component including "coloring material (e.g. dye pigment, etc.)," "organic 

j 

{ , ' solvent (e.g. cthanol, methyl ethyl ketone, ethyl acetate, benzene, Cellosolve, etc,) " and 

{ *U5W3wl% compound (e.g. ascorbic acid, dipalmitate of ascorbic acid, magnesium salt 

j' of ascorbic acid phosphoric ester, etc.)." 14 Bven though Appellants have requested an 

. English translation oflhe Pentel patent be provided to determine whether the 

! • V '" compositions of Pentel read on the present claims, the Examiner has refused to do so. 
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i APPEAL BRinF 

Docket No. 2003 15<5 17-1 
'•: ' 10 

i 

i '.' i 

,.i \ _?^_T!jc M amnion fi eferenco 

' • ' , Mammon teaches a smear-resistant ink composition comprising water, a glycol, a 

. pyrrolidone, and a colorant that produces a detectable fluorescent color. See Abstract. 
. . Mammon tcachcs.thiU u the ink composition can further comprise a basic color stabilizer 
: , .to adjust the pll and keep the pH relatively alkaline range in order to ensure that the dyes 
\ " ; ' used retain their color." See [0102]. 

' . ; 3. 1'he Kaiifniann Reference 

' ' ' ' : Kaufmann leaches the addition of an anti-blocking additive to a marking fluid to 
keep the marker tip from drying out, Sec Abstract. Specifically, Kaufmann claims its 

i 

| / invention is "directed to (he use of solids as anti-blocking additives in common marking 

; ' 'fluids ... to provide a protecting and the evaporation hindering closure of the open, 

' j . unprotected and unused capillary outlet opening." See col, 1, lines 9-14. Kaufmann 

* ! i defines the problem as fc 'lhe capillary opening" becomes "clogged or plugged due to the 

' ! drying orihe marking fluid" See col. I, lines 20-22, The solution requires an anti- 

•;' i blocking additive that "has the ability to crystallize out of the solvent" so that a "liquid 

'• ; . . .crystalline to solid boundary [forms] hindering] the evaporation oTthe solvent marking 
fluid" See col. 2Jincs 20-22; coh 3, lines 12-14. Kaufmann discloses that one anti- 

i . blocking agent can be an organic acid, including succinic acid. Sec col. 4, lines 43-45, 

•' I ' 63. 
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• • «, : . .; Docket "No. 200315617-1 

\ : ; /; . ii 

• v ' ' 1 , Requirements for P rima F acie ob viousness 

The Examiner has rejected all of the pending claims under § 1 03(a) as being prima 

facie obvious over a number of references. The Patent and Trademark Office (PTO), 

: \ ' through the lixnminer, bus the burden of establishing a prima facie case of obviousness. 

] 4 i ' In re Fin*, 837 F.2d 107}, 5 U.S.l\Q.2d 1596, 1598 (Fed. Cir. 1998). To satisfy this 

{ , . ■ ; . hurden, Ihe PTt) must mcel the criteria set out in M.P.B.P. § 706,02(j): 

; ['J']hreebusic criteria must be met. First, there must be some suggestion or 

motivation, cither in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
1 ; ' I , combine reference teachings. Second, there must be a reasonable expectation of 
t '• ' success. Finally, the prior art reference (or references when combined) must 

t teach or suggest nil the claim limitations. The teaching or suggestion to make 
. the claimed combination and the reasonable expectation of success must both be 
found in the prior art and not based on applicant's disclosure. In re Vaeelc, 947 
' , * ' : ' ' F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

, . Moreover, the obviousness analysis must comply with the statutory scheme as 

explained by the Supremo Court in Graham v, John Deere Co., 383 U.S. 1,17 (1966), 
] ! namely, consideration must be given to: (1) the scope and content of the prior art, (2) the 

differences between the prior art and the claimed invention, (3) the level of ordinary skill 

, ; in the pertinent art, and (4) additional evidence, which may serve as indicia of non- 

< ■ ■ 

i , obviousness. 

; ! An excellent summary of how the prior art must be considered to make a case of 
prima facie obviousness is contained in In re Ehrreich el aL> 220 U.S.P.Q. 504, 509-51 1 

j ' 1 ' ! (CCPA 1979). There the court states that a reference must not be considered in a 

•;,/;; , vacuum, but against the background of the Other references of record. Tt is stated that the 

si'* j * ' question of a § 1 03 case is what the rcfcrence(s) would "collectively suggest" to one of 

i i , . ' 

i t ': 
i 
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... APPEAL BRIRF 

Docket No. 2003 15617-1 

: v ■ : 12 

' ; ordinary skill in the art, However, the court speci llcally cautioned that the Examiner must 
/ consider the entirety of the disclosure made by the reference and avoid combining them 

indiscriminately, 

In finding that the "subject matter as a whole" would not have been obvious in 
Ehrreich Ihfc court concluded: 

>■ 'Thus, we are directed Lo no combination of prior art references 

which would have rendered the claimed subject matter as a whole 
obvious to one of ordinary skill in the art at the time the invention 
\\ was made. The VTO ha s not s hown the existence of alL the 

' * • claimed limilalions i n the prior art or any su g gestion loading to 

their combination in' the manner claimed bv applicants ," 
(underlining added) 



. . x ' It has been widely recognized that virtually every invention is a combination of 

. elements and that mosl, if not all> ofthese will be found somewhere in an examination of 

the prior art. This reasoning lead the court, in Connell v. Sears, Roebuck & Co. 9 220 

V ' 'V " , U.S.P.Q. 193, 199 (Fed. Cir. 1983) to state: 

"...it is common to find elements or features somewhere in the 
.•,!'! ' , prior art. Moreover, most if not all elements perform their ordained 

and expected function, The test is whether the claimed invention as 
< a whQje, in light of all the teachings of the references in .their 

entireties, would have been obvious to one of ordinary skill in the 
art at the i imc the invention was made." (underlining added) 

With the above background in mind, Appellants contend that the Examiner has 

not met ihis burden wilh respect to jiny of the claims on appeal. Particularly, Appellants 

• ; , submit that the PTO has failed to show that each and every element of the claimed 

' ; invention is contained in the combined references. Appellants now turn to a discussion 

.','•!./ of the individual rejections at issue, and the references on which they are based. 
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2, The rcj cel. ion nH^m 1-2, 4-7. and 9-12 over Pentcl in c om bination with 
Mammon 

According lo M.P.E.P. § 706,020), to render a claim prima facie obvious, the 
asserted prior art reference (or references when combined) must teach or suggest all of 
the claim limitations. Appellants submit that neither of the combinations asserted by the 
Hxamincr teach or suggest each and every element of the rejected claims. 

The Examiner has used Pentcl as a primary reference in combination with 
Mammon in rejecting claims 1-2, 4-7, 9-12, and 27-28. The Examiner identifies that 
Pentcl lacks the teaching of (1) highlighter colorant is an acid functionalized pigment or a 
fluorescent colorant, (2) water or diethylene glycol as a liquid vehicle, and (3) Acid Blue 
: 9 as a highlighter colorant. 

The Examiner combines Pentcl with Mammen to address the three deficiencies; 
specifically, the fluorescent colorant, water or diethylene glycol, and the Acid Blue 9. 
' ' However, the combination of Pcntel and Mammen does not teach an acid buffer having a 
. i pKa from about 2 to about 6 in combination with a highlighter colorant that is an acid- 
func|ionali/.cd pigment or a fluorescent colorant 

Appellants submit thai the Fx aminer has not shown the each and every clement of 
the pending claims. Specifically, Appellants submit that the element of an acid buffer is 
» not present in Pentcl or Mamn^en, Pcntci discloses a compound that is "a specific 

ascorbic acid derivative" in a range from 0.5 wt% to 3 wt%. See Abstract. Pentel never 
: - • y % ■ mentions for what purpose the compound is used. There is absolutely no teaching for 
what purpose or for what function the ascorbic acid derivative js used. The only 
' ; ; . ' ' ' information provided is that the puipose of the invention is to keep the pen point slightly 
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* ' / ' drying. As such, Pcntct docs not discloseor leach the clement of a compound thai is 
* formulated with a composition as a v/hole which acts as an acid buffer. The fact that 

ascorbic ncid may be used as w acid buffer does not provide prima facie evidence that 
. the ascorbic acid is in fact an acid buffer. In fact, since Pentel discloses an equivalent 
compound, magnesium salt of ascorbic acid, as an appropriate ascorbic acid derivative, 
which c ould no t be used as an acid buffer, the disclosed list indicates that the ascorbic 
acid derivative jsjiot being used as an acid buffer . In other words, Appellants submit that 
since Pcnlcl lists specific ascorbic acid derivatives that do not have the recited pKa from 
about 2 to about 6 or that could bo used as an acid buffer within the definition set forth in 
: the present specification, which is further discussed below, Pentel does not teach the 
clement of an acid bu ffcr. 

The Vixamincr has repeatedly responded to the above argument, alleging that as 
long as the reference contains the same chemicals, it works the same and "solves the 
> . sarne.purpose " Sec Final Office Aciion, dated March 24, 2008, page 7, paragraph 6; 
Advisory Action, dated Mtirph 24, 2008, page 2, paragraph 2. However, such an 
. • assertion docs not represent an accurate restatement of ihe law in this area. In the 

chemical arts, a compound may function in one way in one composition and in another 
. manner in second composition, depending on the specific components present 
' Speci fieally, in this cose, the compositions do not contain the same elements for the same 

purposes. Additionally, the disclosure of a chemical in a composition must be considered 
: ' ';,;<' in forms of the functionality of the chemical, because a chemical can be used for vastly 
! \ ' : , ' different purposes For example, boric acid can be used as a cross-linking agent for 
polymers or as a base-neulrali/cr. As such, if boric acid is used as a crpss-linkcr, it is 

. i 
i 
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consumed during the cross-linking reaction and then cannot be used to neutralize a base. 
« Therefore, a single chemical can be used for vastly different purposes (depending on the 

chemical context of other ingredients, concentrations, etc.), and such context must be 
' taken into consideration when combining references. This is especially true in the 
present case, since the disclosure of Pentel is lacking, and since what is disclosed by 
■ Pentel indicates that the purpose of the acid is not as a buffer, In fact, with some 

speculation (to illustrate Ihe broader point), Pentel may very well use the "specific 
' ascorbic acid derivative" as a thin crystal membrane to keep the tip from drying out, 
' similar to the mechanism disclosed by Kauffman. As such, if the acid is used as a thin 
: crystal membrane, the acid leaves the solvent and becomes a solid. Such a phase change 
. . 1 would prevent the acid from actively stabilizing the marking fluid and preventing smear, 
The Examiner has also responded to the above arguments in the Advisory Action, 
' ' ; . . dated Juno 5, 2,008, stating that the Applicant has not claimed why "they use ascorbic 
acid >T and "applicant has to claim why they using [sic] ascorbic acid." See page 2, 
paragraph 2. However, Appellants have claimed the function not just the compound, 
: Specifically, each independent claim claims an acid buffer. Appellants submit that only 
the dependent claims refer to specific acids. The Examiner further alleges that 
.Appellants have disclosed in the specification that the acid buffer is ascorbic acid. 
, However, Appellants submit that the Bxamincr is mistaken. Specifically, Appellants 
have defined an acid bu ffer in the speci fication as "a chemical compound or compounds 
■ . ;; : ' ' ih a composition which act to maintain the pH in a desired acidic range." See page 3, 
r • \ ' lines ] 7-19, Appellants further identify and claim that the acid buffer can be a weak acid 
: : ' ' ,\ , « having a pKa from about 2 to about 6, or can be a weak acid further including a weak 
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base. See claims 1, 13, 19, and 27-32. As such, the Appellants submit that the 
. J ' • i functionality has been claimed and adequately defined in the specification. Therefore, 
Appellants submit lliat merely identifying a weak acid does not inherently provide an 

,. .... ' ; 

, acid buffer as defined, especially if the weak acid is used for a conflicting purpose, such 
. " * ' • as an anti-blocking agent or neutralizes as discussed above. 

Further, Appellants submit thai Mammen leaches away from the addition of acids, 
: . ! : ■ Mammen explicitly slates tbat the pH may be adjusted in an alkaline range. Thus, 
: Appellants contend that the combination of Pentcl and Mammen (with or without 
" | * Kaufman is improper). A proper J 03 rejection must provide a combination of references 

• ! \ > lhat would give a likelih ood of success at achieving the present invention. In this case, 

■ I Mammfen could not be combined with any acid-containing highlighter ink composition, 

i i 

• « : y since Mammen speci ficnUy teac hes away from such compositions. Specifically, 

. I : * ' Mammen stales "Ihe ink composition can further comprise a basic color stabilizer to 

: ; : < adjust the pi t and keep the pH relatively alkaline range in order to ensure that the dyes 

... ; ' ; used relain their color" (underlining added). See [0102]. 

• ; [ « As the Appellants have raised the issue of teaching away, Appellants would like 

; t , to review the current case law regarding teaching away for the Board's convenience. The 

, ' . ' Court of Appeals Tor the Federal Circuit has clearly staled that "an applicant may rebut a 

■ \ , , • 

■ ; \ V prima facie case of obviousness by showing that the prior art leaches away from the 
' . • • claimed invention in any material respect." I n re Petersen, 315 F.3d 1325, 1331 (Fed. 
• ■' Cir. 2003). The Court has also slated that "tw]e have noted elsewhere, as a 'useful 
"• : ." - '•; ' general rule,' lliat references lhat teach away cannot serve to create & prima facie case of 
obviousness:" (emphasis added) McGinlcv v. Franklin Sports, I nc.. 262 F.3d 1339, 1354 
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: ; ; 4 .(Fed. Cir. 2001), [n identifying the appropriate standard for teaching away, the Court has 
♦ ; further stated: 



M A reference may be said to teach away when a person of ordinary skill, 
upon reading the reference, would be discouraged from following the 
; path set out in the reference, or would be led in a direction divergent 

from the path (hat was taken by the applicant The degree of teaching 
way will of course depend on the particular facts; in general, a reference 
will teaCl* away if it suggests that the line of development flowing from 
the reference's disclosure is unlikely to be productive of the result sought 
by the applicant " (emphasis added) In re Gurley, 27 R3d 551, 553 (Fed. 
Cir. 1994). 

In the present case, a person of ordinary skill in the art would be discouraged from 
■ : ; ' ' adding a composition that contains acid, such as that described in Peulel, to Mammen's 
' : j composition since Mammon specifically states that the pll range is adjusted in the 

• alkalirte range. Based on this explicit statement, Mammon teaches away from Pcntel (and 
» : Kaufmanh) as it would discourage a person of ordinary skill in the art to combine acid to 
a highlighter composition and since it requires that the pH range of the highlighter 
. ! composition should bu hasje. 

The Examiner lias responded to the above argument in the Advisory 
. . . ' : Action, dated June 5, 2008, slaling that "Mammon didn't discloses [sic] that the addition 
o f acid is not good." See page 2, paragraph 4, Such an argument lacks merit since the 
; , ' addition of acid to a basic composition would clearly destroy the functionality of the 

Mammen reference. Additionally, Appellants submit that based on the case law 

/ • [T ' regarding leaching away, ono skilled in the art would be discouraged from adding acid to 

- .» i . . : 

ii basic composition. 

1 •.•! i ! ' 

i , ■ ( * 
i . . 

PAGE 20/36 * RCVD AT 7/2/2008 4:10:59 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/28 * DNIS:2738300 * CSID:8015660750 * DURATION (mm-ss):06-32 



JUL-02-08 MED 02:10 PM THORPE NORTH AND WESTERN FAX NO. 8015660750 

, APPEAL 13R1EI 7 
: ', . '. " '• 'DopJcelW 2003)5617-1 

• ... I'.! 18 

" % " . ; ; Additionally, it is worth noting that the order of the combination is not a factor in 
. ; / ' the current case Jaw regarding teaching away, Specifically, Appellants contend that the 
' ; case lay/ is valid regardless of whether Mammen is the primary reference or the 
. . ■ . secondary reference, as it still teaches away from allowing for the presence of acid, 
•making the combination improper. 
, Appellants note that the Examiner has argued that Maminen was used to teach 

'j /; ' water, Methylene glycol, and a fluorescent colorant, and therefore, the combination is 
' • : • obvious, However, the Appellants submit that the references must be viewed as what 

they would teach as a whole. In other words, the present leaching away case law remains 
;' ' applicable becouse one skilled in the art would not combine the teachings of Maminen 

' ; : , with Pcntcl as each reference provides a composition that is incompatible with each 
,'' other; j.e., one teaches an acidic composition and one teaches a basic composition. Such 
, • ; , . teachingsread upon Ihe present teaching away, since one skilled in the art would be 
; ; ' discouraged fro m followin g the path set out in the reference . 

/ '[ ■ Additionally, the Appellants note that the MPEP §706.02(11) states u [b]ccause all 

' ! ' ( ■■ patentability delerminnlions are fact dependent, obtaining and considering full text 

S ' ' 

• ; • documents at the earliest practicable time in the examination process will yield the fullest 

, "available set of facts upon which to determine patentability, thereby improving quality 

■ , ' and reducing pendency/* Accordingly, Appellants have requested either Examiner 

• wilhdraw'thc rejections of chums 1 -32 based on Pentel (Japanese Pat. No. 63-061065 )> 
' as the Examiner has not made a prima facie case of obviousness baseduponthc 

■ \ disclosure of the qbstracl, or provide Appellants with a full translation of the reference 

! ' j . ; such that an appropriate determination can be made regarding patentability of the present 

i 
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•i claims based on the disclosure therein. Notably, the Examiner has; failed to provide the 

■ i! translation. 

Because the asserted combination fails to teach every element of claims 1-2, 4-7, and 
>. ; j 9-12 and as Mammon teaches away from the present invention, Appellants submit that 
. these claims present patentable subject matter, and that the rejections of these claims 

! should be overturned. 

i 

! 3. T he rejection of clai ms 27-2S over Pentel in combination with Mamme n 

i, According to MJ\BJ\ § 706,020), to render a claim prima facte obvious, the 

, asserted prior art reference (or references when combined) must teach or suggest all of 

: the claim limitations. Appellants submit that neither of the combinations asserted by the 

'. Examiner teach or suggest each and every clement o f the rejected claims, 
' 1 The Examiner has used Pentel as a primary reference in combination with 

" Mammen in rejecting claims 27-28, The Examiner identifies that Pentcl lacks the 

" / ! ' teaching of (0 highlighter colorant is an acid functionalized pigment or a fluorescent 

. colorant, (2) water or diclhytene glycol as a liquid vehicle, and (3) Acid Blue 9 as a 
highlighter colorant 

■ ' Appellants renow the above arguments present in subsection 2 of the present 

• section with respect to the present claims. In short, Pentcl docs not teach each and every 

"' element of the pending claims as it does not teach an acid buffer, Additionally, Mammen 

\; ; teaches a way from Pentcl. 

• : /' : • j; Appellants wish to address the Bxamincr's assertion that Pentcl teaches "the acid 

! I buffer includes a weak acid or weak base " See Final Office Action, dated March 24, 

* 'i • * 
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• • 2008, page 2. Appellants contend lhat Pentel docs not disclose an acid buffer further 
. : ' containing; a weak utid or weak base. Pentel clearly identifies individual compounds and 

provides absolutely no disclosure of an acid buffer that further includes a weak acid or 
• - , weak base. Notably, Appellants requested that the Examiner provide the exact language 

of the al legcd bu ffer system including the weak acid or weak base, so the present issue 
: ' can be clearly presented on appeal. However, the Examiner provided no such 

• information in the Advisory Action, dated June 5, 2008, but merely referred to Appellants 
specification thai the acid buffer can he a weak acid. Even though one embodiment of 
the present invention incorporates an acid buffer using a weak acid, Appellants submit 
that such m embodiment is immaterial to the embodiment describing the acid buffer as a 

• . i * • 

? - weak acid further including a weak base, 

: , Regarding the addition of a weak base, Appellants submi I that even if the 

.Examiner reads Pentel as disclosing an acid buffer, the listing of derivatives in the Pentel 
abstract indicates the compounds to be equivalent and singular. Therefore, the limited 
, . teachings of Pentel do not teach an acid buffer further including a weak base, 

Therefore, Appellants submit that the neither Pentel nor Mammen teach a weak 
. acid as the acid bu ffer as recited in claim 27. Furthermore, Appellants submit that neither 
' ' . Pentel nor Mammen disclose an acid buffer having a weak acid and further including a 
' weak base. 

W I ' ' Because the asserted combination fails to teach every element of claims 27-28 and 

' s " •/>' lor the reasons set forth above, Appellants submit that these claims present patentable 

' i ' ' ' 

' . subject matter, and that the rejections of these claims should be overturned. 
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• ' . 4^;rhprcjc;ctio»t or claims 3 and 8 ov er Pcn tel in combinatio n with Mammen and 

According to M.P/E.P, § 706.020'), lo render a claim prima facie obvious, Ihc 
asserted prior art reference (or references when combined) must leach or suggest all of 
the claim limitation?:. Appellants submit that neither of the combinations asserted by the 
Cxamincr teach or suggest each and every clement of the rejected claims. 

Appellants renew the above arguments present in subsection 2 of the present 
section with respect to th^ present claims. In short, Pentel does not teach each and every 
element of the pending claims as it docs not teach an acid buffer. Additionally, Mammen 
leaches away from Pentel and Kallmann, 
, : ' The? Rxatniner has used Pentel as a primary reference in combination with 

• Mammon in further view ofKaufmann in rejecting claims 3 and S. The Examiner has 
admitted that the combination of Pentel and Mammen does not disclose the elements that 
the acid buffer is succinic acid and that the colorant is an acid functionali/.ed pigment. 
The lixaminer has used Kaufmann to address these admitted deficiencies. 

However, a close inspection of the present references reveals that the use of an 
acid bu ffcr is not present in either Pentel or Kaufmann. Specifically, as discussed above, 
, Penlel does not disclose an acid buffer but rather "a speei fic ascorbic acid derivative" in a 

• tango from 0-5 wt% to 3 wt%. Regardless of Pentel's lack of teaching, the combination 
of Penlel qnd Kaufmann is clearly improper since Pentel requires the use of "a specific 
ascorbic acid derivative " The lixaminer is attempting to improperly substitute a specific 

i 

/ • .ascorbic acid derivative with succinic acid. The succinic acid ofKaufmann is not a 
\ ; • , ■ specific ascor bic a cid dcrjyatjve, and as such, the substitution is improper. 
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' i nven ihQugh the Examiner has assumed that such a substitution would be 

': ' } , • t ; • allowable, there is simply no disclosure that would justify such a position. In fact, as 
* ' ! discussed above; Penlcl explicitly recites "a specific ascorbic acid derivative" and 
therefore, Appellants submit that without further disclosure from Penlcl such a 
' (i ' substitution is i mproper . Appellants note that the failure of the Examiner to provide an 
English translation of Pallet limUs such a broad, and seemingly contradictory, 
- . interpretation. ■ 

Furthermore, Kaufmann does not use succinic acid as an acid buffer. Even 
/, ' i / though the Examiner is attempting to use succinic acid to fulfill the acid bulTcr clement, 
' ' ' \ Kaufinann specifically states that succin ic acid js an antiblocking agen t. In other words, 
» \ / Kaufmann describes an "antiblocking additive or solid'* having an "ability to form 
. • . i : crystals during the crystallisation [sic] process at or in, respectively, the capillary outlet 

; . . ' opening in the solvent or solvent mixture employed" forming a "liquid crystalline to 
. {. : . solid crystalline, boundary hinder[ing] the evaporation of the solvent of the marking 
. ' v !" '" l fluid," See col. 3, lines 3-14; col, 4, line 43. Kaufmann further states thai the anti- 

« ; , blocking ugem or solid can be u an inorganic salt, an organic acid or a derivative thereof, 
/ \, :? . , • an amino acid or a derivative thereof, an isocyclic, polycyclic or heterocyclic compound 
• * • *' , ' or a derivative thereof, a sugar or a sugar alcohol or a derivative thereof, urea or a 
: derivative thereof or a sulfur compound," Sec col. 4, lines 44-50. Clearly, anti-blocking 

. 7 >*; ' • * agents are not interchangeable with acid buffers since sugar alcohols, urea, cyclic 

•/J , . '; \ t , compounds; inorganic salts, and amino acids cannot be used as acid buffers. The 

" * i* . * . * . 

. Examiner is attempting to use an anti-blocking agent as an acid buffer; however, such a 

. /.' f'.y use is improper as these uses are not equivalent, The mere disclosure of a compound 
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does not establish a prima fade case of obviousness. The Examiner must first show that 

• 'i an acid buffer is present in a reference and then must show that the acid buffer can be 

p roperly combi ned with on additional reference. The Examiner has not shown the 

' ■'• 1 existence of an acid buffer in Pentel or Kaufmann. Additionally, the Examiner has not 

showji thai Kaufmann and Pcntel can be properly combined. As such, the Appellants 

submit that the present combination does not teach each and every element of claim 3 and 

: < respectfully requests that the Examiner withdraw the present rejection. 

; The Examiner has also alleged that Kaufmann discloses an acid-fimctiona]r/cd 

4 pigment- The Examiner ciles to eql, 9 , lines 40-50 of kaufmann; however, even though 

! " the passage generally mpnlions inks having pigments, lines 48-49 explicitly state that 

. additional dyes may be present. As such, it is unclear ifthe highlighter colorant is a dye 

or pigment. However, even though Appellants contend that the specific teaching of a 

highlighter colorant as a pigment has not been taught by Kaufmann, Appellants note that 

' : Hip, claim element is an acid- funclionalfocd pigment. Such an element is clearly not 

."■ taught by Kaufmann. Appellants direct the Boavd to the Examples which, for the most 

part, identify (he colorant as a dye. However, Appellants also note that even though 

t v; : Examples 1-4 and 6 idcnlify the colorant a? a dye and list specific dyes (including Direct 

Kliie 199, Acid Blue 93, Solvent Red 122, and Solvent Black 3), Example 5 lists Pigment 

Red 11 2. Even so, such a disclosure, at most, teaches the use of a pigment in the 

highlighter composition but does not teach an ac[d-f mictionahzed pigment as recited in 

'I .claim 8, As such, Appellants submit that the present combination does not teach each 

, V \ * . 1 and every element of claim 8, 
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The Examiner has responded 1o the above arguments that "applicant didn't define 
or give any particular name of the acid functionalizc pigment in the specification, and 
Kaufinann discloses the Pigment red 1 \2 t Therefore it is proper to combine Kaufmann 
with Pentel and Mammen " Sec Advisory Action, dated March 24, 2008, page 3, 
paragraph 7. Appellants submit that the lack of "names" is immaterial to whether 
Kai$fmann 1 s pigment qualifies as an acid fimctionalized pigment, Specifically, 
Appellants contend that either Pigment Red 1 12 is an acid ^nationalized pigment or it is 
not- In olhcc words, acid funclionalizcd pigments are well-known in the art and 
Appellants submit that Pigment Red 1 12 is also well-known in the art. Furthermore, 
Appellants submit that Pigment Red 112 refers to 3-Hydroxy-N-(2-Mcthylphenyl) 4- 
[(2,4,5 -Tricblorpphenyl) A/,o]-2-Naphthalcne carboxamide, which notably is not acid 
functionalizod. As such, Appellants submit that the present combination docs not teach 
k Hie pach and cjvery clement of claim 8. 

Because the asserted combination fails to teach every clement of claims 3 and 8 
and for the reasons set forth above, Appellants submit that these claims present patentable 
subject matter, and that the rejections of these claims should be overturned. 



:■ ! 



5, Tho rejection of cl aims 13-1 S and 19-26 overMammen in com binationwith 
Pen (el and Kay fmann 

According to MP.E,P. § 706.02(j), to render a claim prima facie obvious, the 
asserted prior art reference (or references when combined) must teach or suggest all of 
the claim limitations. Appellants submit that neither of the combinations asserted by the 
Examiner teach or suggest each and every clement of the rejected claims. 
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The Examiner has rejected claims 1 3-1 8 and 19-26 using Mammcn as the primary 

• > / reference. However, these rejections only use the 3 references discussed above, As such, 

, .'Appellants renew the arguments in subsections 2 and 4 oIHhc present section with respect 

■ to these claims'. Specifically, the Examiner has not shown that these references, alone or 

in combination, teach m acid buffer, teach that the acid buffer is succinic acid, or leach 

that the colorant is an acid-lunctionalized pigment, Furthermore Appellants submit that 

' •» ' , tlw present combination of references is improper as Mammcn explicitly teaches away 

. , /' from the use of acids. 

I ' Because the asserted combination fails to teach every clement of claims 1 3-1 S and 

19-26 and for the reasons set forlh above, Appellants submit that these claims present 

patentable subject matter* and that the rejections of these claims should be overturned. 

• * « >, 

6. The rejection o f claims 29 -30 a nd 31-32 over Mammen in combination w ith 
' • ' Pentol and Kan fmann 

According to M JP.U JP< § 706.02(j), to render a claim prima facie obvious, the 
- asserted prior ait reference (or references when combined) must leach or suggest all of 
the claim limitations. Appellant's submit that neither of the combinations asserted by the 
.! V - Examiner teach or suggest each and every element of the rejected claims, 
: The Examiner hns rejectee} claims 29-30 and 3 1 -32 using Mammen as the primary 

v reference^, However, these rejections only use the 3 references discussed above. As such, 
<. Appellants renew the arguments in subsections 2, 3, and 4 of the present section with 
; :[':, : respect to these claims. Sped Really, the Examiner has not shown that these references, 
alone or i n combination, leach an acid buffer* teach that tlie acid buffer is succinic acid, 
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teach that the colorant is an acid-funcliotuil ized pigment, or teach that the acid buffer can 
' include a weak acid and further include a weak base. Furthermore, Appellants submit 
tha^ the present combination of references is improper as Mammen explicitly teaches 
: ■ away from the use of acids. 

Because Che asserted combination fails to teach every clement of claims 29-30 and 
51-32 and for the reasons set forth above, Appellants submit that these claims present 
' patentable subject mailer* and that the rejections of these claims should be overturned. 

. . D. Conc lusion 

, Appellants respectfully submit that the claims on appeal set forth in the Appendix 
are palcntahly distinct from the asserted prior ait references. Particularly, none of the 
asserted combinations of references would teach one of ordinary skill in the art within the 
meaning of 35 U.S.C, § 103(a) to arrive at the presently claimed invention. Appellants 
contend thai Shields in combination with Smith or Shields in combination with Smith and 
Yamamoto fail to teach each and every element of the claimed invention, and that a 

. , prima facie case of obviousness has not been established. 

Por at least these reasons, Appellants respectfully request that the Board of Appeals 
reverse the rejection and remand the case to the Examiner for allowance. 
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Dated this •2 nd day of July, 2008 




Ga(yP. Oikcson 
Attorney for Appellants 
Registration Mo. 44,266 

THORPE NORTH & WESTERN, LLP 
81 SO South 700 East, Suite 350 
Sandy, Utah 84070 
(801)566-6633 

On Behalf Of: 
HEWLETT-PACKARD COMPANY 
1 000 NE Circle Blvd., m/s 422B 
Corvallis, OR 97330-4239 
(541)715-0159 
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' ■: ; ■ 1 . (previously presented) A highlighter ink composition, comprising: 
' . i • ; ; a) an acid buffer having a pKa from about 2 to about 6; 

b) si highlighter colorant that is an acid-functionalized pigment or a 
fluorescent colorant; find 

c) a liquid vehicle, 

- ' ' k , ; 2. (original) The composition of claim 1, wherein said acid buffer is selected 
from the group consisting of succinic acid, citric acid, glutaric acid, acetic acid, beta- 

: alanine, rtspmrlic acid, ascorbic acid, and mixtures thereof, 

■ , i 

!. | 3. (original) The composition of claim 2, wherein said acid buffer is succinic 

4. (original) The composition of claim 1, wherein said acid buffer has a pKa from 
about 4 to about 6> 

! 

;. 

5. (original) The composition of claim 1, wherein said acid buffer comprises 
from about O.S wt% to about 1 0 wt% of the composition, 

• 6, (original) The composition of claim 5, wherein said acid buffer comprises 

from about 2 \vt% to about 3 wl% of the composition. 

. ' . 7, (original) The composition of claim 1, wherein said highlighter colorant is 

' selected from the group consisting of Basic Yellow 40, Acid Yellow 23, Acid Red 52, 

Acid Blue 9, and mixtures thereof 

i! .7 / . ' 8, (previously presented) The composition of claim 1, wherein said highlighter 

* ; V . colorant is the aoul^funcLlonalizcd pigment. 

»• » ■ 

: 
i 
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9. (previously presented) The composition oTclaim 1> wherein said hi ghlighter 
colorant is the fluorescent colorant 

10. (original) The composition of claim 1, wherein said highlighter colorant 
. comprises from about O.S wt% to about 20 wt% of the composition. 

11. (original) The composition of claim 10, wherein said highlighter colorant 
comprises from about 1 wt% to about 1 0 wl% of the composition. 

12. (original) The composition of claim 1 , wherein said liquid vehicle comprises 

* a member selected from the group consisting of water, di ethylene glycol, polyethylene 
> ! . ' glycol, glycerol, dipropylene glycol, propylene glycol, polypropylene glycol, 2- 

. ; ' pyrrol id in one, and mixtures thereof 

i ' 

13. (previously presented) A method of reducing print smear during highlighting, 
' comprising the slops of: 

; a) ink-jet printing an ink-jet ink to form an image on a substrate; 

b) , applying a highlighter composition to the image, said highlighter 
composition including an acid buffer having apKa from about 2 to about 6, a 
highlighter colorant that is an acid-functionalizcd pigment or a fluorescent 

> 

: colorant, and a liquid vehicle. 

1 14. (original) The method of claim 13, wherein said acid buffer is selected from 

the group consisting of succinic acid, cilric acid, glutaric acid, acetic acid, beta-alaninc, 

r ' ■ 

• „ aspartJO acid, ascorbic acid, and mixtures thereof. 

' ' 15. (original) The method of claim 14, wherein said acid buffer is succinic acid, 

.! ' 16. (original) The method of claim 13, wherein said acid buffer has a pKa from 

; . • ' k • about 4 to about 6. 
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V ' 17. (original) The method of claim 1 3, wherein said highlighter colorant is 

selected from the group consisting of Basic Yellow 40, Acid Yellow 23, Acid Red 52, 
' ( Acid Blue 9; and mixtures thereof. 

1 8. (original) The method of claim 13, wherein said acid buffer is configured for 
„ ; - reducing mobility or colorants in the ink-jet ink upon contact therewith. 

10. (previously presented) A smear resistant highlighter system, comprising: 

a) an ink-jet ink printed on a substrate, said ink-jet ink comprising an ink-jet 
colorant; and 

b) a highlighter composition comprising an acid bu ffer having a pKa from 
about 2 to about 6, a highlighter colorant that is an acid-functioiiali/.ed pigment or 
a fluorescent colorant, and a liquid vehicle, wherein said acid buffer is configured 
for reducing mobility of the ink-jtil colorant. 

20. (original) The system of claim 1 9, wherein said acid buffer is selected from 
thq group consisting of succinic acid, citric acid, glutaric acid, acetic acid, beta-alaninc, 
ospaitic acid, ascorbic acid, and mixtures thereof. 

2\, (original) The system of claim 20, wherein said acid buffer is succinic acid. 

22. (original) The system of claim 1 9, wherein said acid buffer has a pKa from 
about 4 to about C. 

*, 

23, (original) The system of claim 1 9, wherein said acid buffer comprises from 
, - J. "■ \ aboiii 0-5 wt% to about 10 wt% of the composition. 

. ,\ • ! ' ' ! ; 24 , (original) The system of claim 23, wherein said acid buffer comprises from 
; ; i ' 4 about 2 wt% to about 3 wt% of the composition. 
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25. (original) The system ofclaim 19, wherein said ink-jet colorant is selected 
■ from the group consisting of as Inorganic pigment, organic pigment, anionic water- 
soluble dye, and mixtures thereof. 

• 26. (original) The system of claim 19, wherein said liquid vehicle comprises a 
member selected from the group consisting of water, dicthylcne glycol, polyethylene 
glycol, glycerol, d ipropyJene glycol, propylene glycol, polypropylene glycol, 2- 
pyrrolidinonc, and mixtures thereof, 

27- (previously presented) The composition of claim I , wherein said acid buffer is 
a weak acid. 

28, (previously presented) The composition of claim 1 , wherein said acid buffer 
includes a weak base, 

! . 29. (previously presented) Hie method of claim 1 3, wherein said acid buffer is a 

weak acid. 

30. (previously presented) The method of claim 1 3, wherein said acid buffer 
includes a weak base. 

31. (previously presented) The system of claim 19, wherein said acid buffer is a 
weak acid. 

32. (previously presented) The system of claim 1 9, wherein said acid buffer 
includes a weak base. 
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X. RELATED PROCEEDINGS APPENDIX 



' (No matter presented) 
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